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Remarks/Aniumentx: ' 

Claims 1-20 are currently pending in ihe insiaiU application. Claims 9, 18 and 19 are 
amended herein to correct minor typographical and antecedent basis errors. In the Office Action 
dated June 29, 2004, Claims 1-20 were rejected. In addition, the Examiner objected to the 
drawings. The particular issues raised in the OOicc Action are discussed in detail below. 
Drawings: 

The Examiner objected to the drawings bccaiLse the label 1 1 5" purportedly was not clear 
in FIG, 9. and the notation "FIG. 1 0'* appeared in FIG. 1 3 near reference number 2 1 5. Tlie 
drawings were also objected to because the ix:fcrcnce number 235 appeared in FIG. 1 2 but was 
not used in the specification. U\ response, Applicant has amended FIG. 9 to more clearly show 
the label 115" and deleted the *T1G. 10'' noUition from FIG. 13 and the reference number 235 
from FIG. 12. In addition. Applicant has deleted reference number 240 from FIG. 13 because 
that reference number is not used in the speciUcaiion. Replacement sheets iu^e included in the 
attached Appendix, 

Claim Rejections - 35 VS,C. S 102n>l: 

Claims 1-5,7-11, 13-15, and 17-20 were rejected as being anticipated by U.S. Patent No, 
2,537,058 to Jamison ct ah ("Jamison"). Applicant respectfully disagrees with the 
characterization of the disclosure ofJamison and its application to Claims 7-11, 13-15, and 
17-20. 

Claims MO and 20: 

Claims 1, 10 and 20 were rejected because Jamison purportedly discloses all of the 
Clements recited therein. The text of Claims 1 JO and 20 follow: 
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I . /\ compass assembly comprising: 
a first member; 

a second member pivotal ly conncclcd lo said firsl member al a common 
end, wherein said lirsi member has an anchor poinl opposite said common end 
and said second member retains a marking device opposite said common end; and 

a compressible cover being connected lo said first member and positioned 
over said anchor point. 



1 0. A compass assembly comprising: 
a first member; 

a second member being pivotally connected to said first member; 

a gripping member being connected to said first member and said second 
member; and 

a compressible cover being positioned on said first member and around a 
pointed end of said first member. 



20. A method of using a compass assembly comprising: 

pivoting a first member relative lo a second member, wherein said second 
member has a marking device connected thereon; 

grasping a gripping member connected to said first member and said 
second member; 

applying downward pressure on a compressible member connected to said 
first member and covering a pointed end of said first member so that said pointed 
end protrudes from said compressible member thereby anchoring said compass 
assembly to a surface; 

rotating said compass assembly so that the marking device describes an arc 
on the surface; and 

lining said compass assembly from the surface so that said compressible 
member extends to a neutral position wherein said pointed end is covered. 
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JaiTiison docs nol disclose all of the elements ofClainis 1 , 10 or 20. In particular, 
Jamison does not disclose a compressible cover as recited in Claims 1 and 10, or a 
"compressible member connected to said first member and covering a pointed end of. said 
first member*' as recited in Claim 20. The device in Jamison, instead, is a cup-like 
attachment "lor enabling a suction grip to be established between a plcine surface" and the 
anchor point. See Jamison, column 1 , lines 45-47. In other words, the device in Jamison 
is a suction cup for fixing or setting the anchor point and preventing the anchor point 
from slipping or skidding out of place. See Jamison, column 1 , lines 7-51 . The device in 
Jamison is not a cover as recited in Claims I and 10, and docs not cover a pointed end of 
the first member as recited in Claim 20. Because Jamison does not disclose all of the 
elements of Claims 1 . 1 0 or 20, Jamison does noi anticipate Claims 1 , 10 or 20. 
Claims 2-9 and 11-19: 

Claims 2-9 and 1 1-19 are dependent claims that depend from either Claim 1 or Claim 10, 
and thus contain all of the limitations of Claim 1 or Claim 10, including a compressible cover. 
As discussed abovc^ Claims 1 and 10 arc not anticipated by Jamison because Jamison does not 
disclose a compressible cover. Therefore, Jamison does nol leach, disclose or suggest at least 
one element recited in Claims 2-9 and 11-19 and cannot anticipate these claims. 
Claim Rejections -35 (J.S.C. $ 103(a) 

The Hxaminer rejected Claim 12 as being unpatentable over Jamison in view of U-S. 
Patent No. 2,045,298 to Hanle ("Hanle**), mid rejected Claims 6 and 16 as being unpatentable 
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over J:inuson in view of U.S. PalenlNo. 6,238,371 to Himberl el ah CTiimbcrt"). Appiicaiil 
respectfully disagrees. 

As discussed above, Claims 6. 12 and 1 6 are not anticipated by Jamison because Jamison 
fails lo leach one or more of the elements recited in those claims, namely, a compressible cover. 
A review of the cited Ilanle and Himberi patents does not reveal the leaching of those missing 
elements. Thus, claims 6, 12 and 16 are not obvious as stated in the Office Action. Applicant 
respectfully di.s^igrecs with the Kxaminer's assessment of the teachings of Hanlc and Himbert 
vvitli respect lo the claim elements that are staled in the OlTice Action to be taught by those 
patents but not shown in Jamison. With respect to Claim 12, Hanle docs not disclose a gear 
mechanism connecting the first and second members, but instead discloses a rivet 19 that 
connects the first and second members. See Hanlcy, FIG. 1 and column 2, lines 50-55 and 
column 3, lines 1 -3. With respect to Claims 6 and 16, it would not have been obvious to one of 
ordinai7 skill in the art to modify the device of Jamison by using the bellows or pleats tauglU by 
Bimbert. Because the attachment device in Jamison is used to set or fix the anchor point in 
position and prevent slipping or skidding thereof, particularly by means of vacuum suction, one 
of ordinary skill in the art would not replace the traditional suction cup-shaped attachment of 
Jamison with the bellows or pleats of Himbert. Accordingly, Applicant respectfully rcquesis that 
the Examiner withdraw the rejections under 35 U.S.C. § 103(a). 
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Coaclusiort 



In view of the remarks presented herein^ il is rcspectfuHy submitted that claims 1-20 arc 
in condition for allowance and reconsideration of same and notice of allowance of the claims is 
rcsj^ectfully requested. Applicant also has submitted herewith a Petition for Extension of Time 
under 37 C.F/R. §1.1 36(a) for filing this response and amendment, along with the required fees. 
A new Power of Attorney and Statement Under 37 CF.R. § 3.73(b) was previously filed for this 
application. Applicant submits that no new matter has been added to the application and requests 
that the Examiner telephone the undersigned in the event a telephone discussion would be helpful 
in advancing the prosecution of the present application, pailicularly before the issuance of a final 
rejection. 



Attorneys for applicant acting in a 
representative capacity under 37 C.F.R. § 134 

GODFREY & KAHN, S.C. 
780 North Water Street 
Milwaukee, WI 53202-3590 
Phone: (608)257^3911 
Facsimile: (608) 257-0609 
Direct Line: (608)284-2611 
E-mail: egross@glclaw.com 
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Respectfully submitted. 



GODFREY & ICAHN, S.C. 





Gabriel S. Gross 
Rcjgistration No. 52,973 
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